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3 points to understand in regard to the U-|

collaborative R&D
1. EFEEICLOIARRAKRIODIIIDIRIAUL —
R&D project management in the collaboration between °
industry and academia (Project management)
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Aim of this Lecture

* In order for company business/IP strategy to bear fruit in
terms of innovation, we need

— 1) Knowledge of science and technology, and an understanding
of the nature of R&D activities that will bring this
about (Knowledge management) .

— 2) Knowledge of what kind of processes and what kind of
organizations give birth to science and technology (R&D
Management) .

— 3) Strategically utilize the results of these, through the use of a
variety of IP systems (IP management)

"These 3 layers of activities actually occur in simultaneously and in
an emergent way, and are subject to change at any time.



° Ql
— What is the difference(s) between academic
research and Industrial Res & Development?

° Qz
— Do you take part in Univ.- Industry collabolation?

 Your role?
 Which side?
e |s it success?



Today’s TOPICS

e Caseread : 10 Min

1. Simple comments about this case
2. Key issues to understand

— University-Industry collaboration:
* Joint research: important point for effective collaboration
* Patent policy in several research intensive university in US

— Science & Technology policy:
* Bayh-Dole Act
* TLO
* Overview of licensing activities, JP-US comparison

— Science Linkage:

* In the context of international competitiveness, University play important
roles in 21%t. Knowledge-based society

e Start-ups
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Company A
Obijective

Expectations for the other party



Professor Miya

Situation
Obijective

Expectations for the other party



Dr.student Shima

Situation
Obijective

Expectations for the other party



Today’s TOPICS

e Caseread : 10 Min

1. Simple comments about this case
2. Key issues to understand

— University-Industry collaboration:
* Joint research: important point for effective collaboration
* Patent policy in several research intensive university in US

— Science & Technology policy:
* Bayh-Dole Act
* TLO
* Overview of licensing activities, JP-US comparison

— Science Linkage:

* In the context of international competitiveness, University play important
roles in 21%t. Knowledge-based society

e Start-ups



Conditions(Contents) of
General joint research agreement

research theme and responsibility
participants

research period

costs

research location, facilities

How to share of the responsibility



Special issues of
U-Il joint research agreement

&
A J R

‘e ,'{" Student participation: engage an employment agreement for part-time work etc.

%

 Confidential information: Management of data, samples related to the trial,
— Make clear what is the confidential matter, strictly restricted

.::"-‘., Academic presentations: report in advance, clear the process, period, especially take into
#*% consideration relationship with patent applications

 Treatment of inventions:
—  Consistency with bilateral rules.

— Certification of inventor, procedure of judging validity of application, period, cost burden, which side is the main
charge to patent rights, procedure of decision-making.

¢ Condition of exploit the patent (rights): in the case of exploit by
%* — 1)thejoint research company themselves, or
%%  —  2)third party (more precisely, domestic companies and/or foreign companies).

e Policy about utilizing the research results derived from joint research



Typical industorial characteristics of the relationships between the product

and it’ s related patents

Automobile, Electronics
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The effect of one pat. Is relatively small

Expensive licensing fee. The existance of killer Pat.

will be the huge damage for commercialization
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Other important matters

* Time and administrative cost to engage
contract

* the possibility to occur in real



IP management of Ul collaborative joint research
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{511 : UC Office of President
Memorandum

UC: Uuniversity of California

UC wants to review all inventions disclosures by faculty, staff and
graduate students(GSRs) to see if the university wants to assert
ownership or co-ownership of the invention.

What must be disclosed?

— All inventions made by a university employee must be disclosed to the
University, including inventions made during vacation, on weekends,
while on leave, in the evening, or at home( “in the garage”) when
engaged in paid or unpaid consulting work. As noted above,
disclosures is a legal obligation of employment at the University. Itis
not permissible to sign atn agreement with an external party that
precludes or limits disclosure of inventions to the University.

* Page 10 of March 3, 2003 memo

MakikoTakahashi 2016 16



{5112 : Stanford University

All pontentially patentable inventions conceived or first reduced to
practice in whole or in part by members of the faculty or staff (including
student employees) of the University in the course of their University
responsibilities or with more than incidental use of University resources,
shall ve disclosed on a timely basis to the University. Title to such
inventions shall be assigned to the University, regardless of the source of
funding, if any.

The University shall share royalities from inventinos assigned to the
University with the inventor.

The inventors , acting collectively where there is more than one, are free
to place their inventions in the public domain if they believe that would be
in the best interest of technology transfer and if doing so is not in violation
of the terms of any agreements that supported or related to the work.

MakikoTakahashi 2016 17



1.
2.

Today’s TOPICS

Caseread : 10 Min

Simple comments about this case
Key issues to understand

— University-Industry collaboration:
* Joint research: important point for effective collaboration
* Patent policy in several research intensive university in US

— Science & Technology policy:
* Bayh-Dole Act
* TLO
* Overview of licensing activities, JP-US comparison

— Science Linkage:

* In the context of international competitiveness, University play important
roles in 21%t. Knowledge-based society

e Start-ups

MakikoTakahashi 2016
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The Bayh—Dole Act

 The Bayh—Dole Act or Patent and Trademark Law Amendments Act
(Pub. L. 96-517, December 12, 1980)

— United States legislation dealing with intellectual property arising from
federal government-funded research.

 The key change made by Bayh—Dole

— ownership of inventions made with federal funding.
— Before the Bayh—Dole Act

» federal research funding contracts and grants obligated inventors (where ever
they worked) to assign inventions they made using federal funding to the
federal government.

— After the Bayh—Dole Act

e permits a university, small business, or non-profit institution to elect to pursue
ownership of an invention in preference to the government.

e Japanese Bayh-Dole Act: 1999



151111

What is TLO

Technology Licensing Organization(Office)

Marketing & licensing the academic

research results to Industry based on IP.

From 1980s in USA, activated in 1990s

In Japanese context, first 4 TLOs
launced in 1999 (supported by METI),
aims to activate knowledge and
resource transfer between U&I.

36 TLOs(2014) existed as several styles
such as private company, foundation,
an office as a part of university(inside
university), regional government
leading organization as NPO, etc.

Invention disclosure, evaluation, patent
application, office action, marketing,
licensing

“Licensing associate” are the
proffesionals of these activity. AUTM in
USA, UNITT in JP are the proffesional
community.
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Skills Required for URA

Pre- Post-
Award Award
Experience of Research A—>© A—>O Recognized to be significant

Accounting

Contract/Judicial

O
O

Intellectual Properties

O

Compliance

O

O

Negotiation

O

=Various skills are required for pre-award business.
"Experience of research is desirable for both pre- and post-award
business, because of growing importance of industrial collaboration.

M.Takahashi (2010) https://sangakukan.jp/journal/journal_contents/2008/05/articles/0805-03/0805-03_article.html
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Skill set of of URA business
in Japan (2013) 1/2

Research Development: 3

1.Survey of Science and
Technology Policy
2.Research Ability Analysis
(Institutional Research)
3.Planning Research
Strategy

SR B RHE A S 4R (35K F5)

1, BRIFHRFOHES
2. IR NDRESH
3, A FREES R TE

Pre-Award : 5

1.Support Res project Planning
2.Collection of Funding
Information

3.Internal negotiation for Project
Formulation

4. External negocciation
5.Support for Application

Post-Award : 5

1. External adjustment

2. Progress Management

3. Accounting

4. Support for project evaluation
5. Reporting

TL-TI—R¥E# (5%H)
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In total, 13 business fields, every field have 3 levels( begginer, middle, sinior)

Bigginer:1-5years experience, middle:5-10, senior: more than 10years.

And 9 other related are categorizet to™the Others”
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Overview of Tech transfer & licensing activities, JP-US comparison

Total number of Patent Number of Number of Number of Ajusted
Research Invention Applications |Patent new Licenses |Current and |License
Expenditures |Disclosures |Filed/Inventi |Applications Active Income
on Filed Licenses
Disclosures
Japan TY2012] ¥2,310billion 8,494 6,017 2,298 6,883 ¥2.28 billion|
76.7%  (Domestic)| (100 TLOs & (100 TLOs & (100 TLOs &
*Japan Total|l *JapanTotal *Japan Total IPMOs) IPMOs) [PMOs)
US FY2011 $61.4billion 21,856 13,271 6,051 38,600] $2.25 billion
(186 TLOs) 60.7% (New)
Number of Staffing
Startup
Companies
Formed o KE LD (2007 FEEP» 2014 F )
Japan 21 1,792
FY2012 (100TLOs & sx 2o *
(100 TLOS & IPMOs) Frer BRI 5 X10p %2
IPMO9) FHRTA o 245 X4AP X3y
552011(186 670 2,175 T4 RULA %100>% 100>
TLOSs) RNUFv—iEEH %100 %30

(FERDBRBLABLST-+)



Today’s TOPICS

e Caseread : 10 Min

1. Simple comments about this case
2. Key issues to understand

— University-Industry collaboration:
* Joint research: important point for effective collaboration
* Patent policy in several research intensive university in US

— Science & Technology policy:
* Bayh-Dole Act
* TLO
* Overview of licensing activities, JP-US comparison

— Science Linkage:

* In the context of international competitiveness, University play important
roles in 21%t. Knowledge-based society

e Start-ups
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Why U-I collaboration is important
for innovation

Science and technology
the key of economic competitiveness

New knowledge and ideas
the origin of Innovative activity

* Diversity

positively related to innovative productivity



Univ. licensed technology make big
economic impact
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Start — Ups from Univ. technology
and/or univ. faculty

Better sound through research:

TELIIN

Ci1sco SYSTEMS

M® Eat Well, Live Well.

The Network Works. AJINOMOTO.

No Excuses®
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Start — Ups from Univ. student
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3 points to understand in regard to the U-|

collaborative R&D

1. EFEEICLOIMRMAETODSIIMD IR AUE ma gt
R&D project management in the collaboration between -
industry and academia (Project management)
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Transfer and creation of technology/knowledge




Company A

Situation

* Provide materials over a wide range of industrial fields, such as the automobile, steel,
rubber, electric and food processing industries.

 The leading chemical industry in Japan, and have strength in R&D.

Obijective

 To achieve complete dispersion to solvent E widely used in the manufacturing processes of
Company A and make al into a product.

Expectations for the other party
* Want to improve internal R&D ability to promote their business competitiveness.

 Want to acquire knowhow of trial protocols etc. (prepared a supercritical field reactor in the
Kawasaki plant of Company A)



Professor Miya

Situation

 The laboratory started in 2001.

 There were no staff, small-scale laboratory with only 4 students.
* Grand vision of wanting to develop supercritical science.

Objective
 To achieve complete dispersion to solvent E widely used in the manufacturing processes of
Company A and make al into a product.

* Inthelong term, for al to be used in a diverse range of products and for the field of
supercritical science to be developed.

Expectations for the other party

* Provide al for a diverse range of industrial materials.
— Business development of the general chemical manufacturer Company A
— Excellent R&D resources
— Next joint research



Dr.student Shima

Situation
*  First Dr. student of Prof. Miya
* Pioneer of Miya’s laboratory from 2001, one of the key person for Prof.Miya and Company A

Obijective
* First, get Ph.D., degree! Then, promote to academic career path.

* Inthe long term, have nearly the same dream to Prof Miya about the development of
supercritical science .

Expectations for the other party
 Stakeholders ;
—  Prof. Miya, Company A, Other industrial user comapans in the 2" research periods, Lab members,

e Dilemma;

— New scientific knowledge, vs Industrial application



